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DETAILED ACTION 
Information Disclosure Statement 

1. Applicants' Information Disclosure Statement, filed 13 April 2004, has been received, 
entered into the record, and considered. See attached form PTO-1449. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless: 
(e) the invention was described in 

(1) an application for patent, published under section 122(b), by another filed in the United States before 
the invention by the applicant for patent or 

(2) a patent granted on an application for patent by another filed in the United States before the invention 
by the applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States only 
if the international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

3. Claims 1-10, 23-32, 33, 43-44 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lee et al. (US Patent No. 6,694,331). 

Lee anticipated independent claims 1, 33, 24 by the following: 

As to claims 1, 33, Lee teaches a method for electronically searching a user-personalized 
library of content, comprising: 

(a) receiving one or more search terms (i.e. keywords; text or graphics in select fields, 
col. 4, lines 18-19) from a user having an electronically-searchable personalized library of 
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content (i.e. workspace portfolio, col. 6, line 31), (col. 4, lines 7-29, col. 6, lines 18-31, col. 7, 
line 53 to col. 8, line 1 1); 

(b) electronically searching the full text of the user's personalized library for pages of 
content (i.e. portions of each patent (i.e. col. 6, line 29) that match the search terms to produce 
search results (i.e. The results may include a list of intellectual property (e.g., issued patents) or 
other information corresponding to the search criteria or query developed by (or input to) SO 
server 30, col. 4, lines 31-34) (col. 4, line 49 to col. 5, line 55, col. 6, lines 18-34); 

(c) providing the search results to the user (i.e. the search results are presented as an 
ordered list, col. 4, lines 52-53), (col. 4, line 49 to col. 5, line 55, col. 7, line 53 to col. 8, line 1 1); . 

(d) receiving a search result selection from the user (i.e. as well as view one or more 
portions or segments or information fields of different documents, col. 5, lines 1-3), (col. 4, line 
49 to col. 5, line 55, col. 7, line 53 to col. 9, line 16); and 

(e) providing to the user an image of a page (e.g., patent images, text, etc. at col. 7, line 
33) of content in the user's personalized library based on the user's search result selection (col. 4, 
line 49 to col. 5, line 55, col. 7, line 53 to col. 9, line 16). 

As per claim 24, Lee teaches a method for preparing a user-personalized library of 
content for electronic searching, comprising: 

(a) acquiring a general library of content (i.e. intellectual property is stored in database 32 
and/or in one or more remote database systems (e.g., database 39, at col. 3, line 36-39) that 
includes images and corresponding text of pages of content (i.e. including text and images, col. 
3, line 46, document types such as PDF, RTF, TIF, HTML, col. 4, line 4), (col. 3, lines 36-61, 
col. 3, line 61 to col. 4, line 6); 
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(b) preparing a page image database (i.e. workstation portfolio, col. 6, line 31) comprised 
of the images (i.e. and images, col. 3, line 46) of pages of content (col. 3, lines 37-60, col. 6, line 
5 to col. 7, line 41); 

(c) preparing a text searchable database (i.e. Class search module 310 may retrieve the 
additional search criteria from stored search criteria (e.g., imported from a user's workspace), col. 
7, lines 59-61) comprised of the corresponding text of pages of content (col. 7, line 53 to col. 9, 
line 16); and 

(d) receiving from a user a selection of content in the general library (i.e. select 
documents, search results, and/or search criteria may be stored in a user's workspace in a manner 
similar to that described above in connection with search engine 304, col. 8, lines 8-1 1) to form a 
user-personalized library of content that the user can electronically search using the text 
searchable database (col. 4, line 49 to col. 5, line 55, col. 7, line 53 to col. 9, line 16). 

As per claim 2, Lee teaches prior to receiving one or more search terms from the user, 
establishing an electronically-searchable library of content that includes a page image database 
and a text searchable database, which library of content is personalized by the user to consist of 
content selected by the user (col. 4, lines 7-29, col. 7, line 53 to col. 9, line 16). 

As per claim 3, Lee teaches the method of claim 2, in which the library of content is 
personalized by manual selection of content by the user (col. 4, lines 7-29, col. 6, line 5 to col. 7, 
line 41, col. 7, line 53 to col. 9, line 16). 

As per claim 4, Lee teaches the library of content is automatically personalized based on 
user selection of content for review or purchase (col. 4, line 49 to col. 5, line 55, col. 6, lines 5- 
56). 
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As per claim 5, Lee teaches the user-personalized library of content is established at the 
time the user conducts the search (col. 4, lines 7-29, col. 6, line 5 to col. 7, line 41, col. 7, line 53 
to col. 9, line 16). 

As per claim 6, Lee teaches the user's personalized library of content is derived from a 
publicly-accessible general library of content (col. 3, lines 36-61, col. 4, line 49 to col. 5, line 
55). 

As per claim 7, Lee teaches providing the search results to the user includes providing a 
list of content having pages with text that matches the search terms (col. 4, lines 49-58). 

As to claims 8, 44, Lee teaches ranking the content in the list of content according to a 
predetermined criterion (col. 4, line 49 to col. 5, line 55). 

As per claim 9, Lee teaches providing to the user an image of a page of content includes 
retrieving the page image from a database of page images stored in computer memory (col. 7, 
lines 11-41). 

As per claim 10, Lee teaches the user's personalized library is defined after electronically 
searching a general library of content using the search terms, the user's personalized library being 
fully contained within the general library of content and defining the scope of search results 
provided to the user (col. 7, lines 1 1-41, col. 7, line 41, col. 7, line 53 to col. 9, line 16). 

As to claims 23, 43, Lee teaches a non-text object in the user's personalized library is 
made searchable by including text data related to the object in the electronic search (col. 5, line 
33 to col. 6, line 34, col. 9, line 39 to col. 10, line 60). 
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As per claim 25, Lee teaches defining classes of content and assigning content in the 
user's personalized library, to one or more of the classes (col. 5, line 33 to col. 6, line 34, col. 11, 
lines 17-39). 

As per claim 26, Lee teaches limiting a search of the user's personalized library to 
content in a specified class (col. 5, line 33 to col. 6, line 34, col. 6, line 57 to col. 7, line 10) 

As per claim 27, Lee teaches the personalized library of content is comprised of content 
selected by a group of persons constituting a user, the method further comprising enabling 
persons in the group to conduct searches of the personalized library of content (col. 5, line 33 to 
col. 6, line 34, col. 9, line 39 to col. 10, line 60). 

As per claim 28, Lee teaches the method of claim 24, in which the user's selection of 
content in the general library is received based on manual selection by the user (col. 5, line 33 to 
col. 6, line 34). 

As per claim 29, Lee teaches the user's selection of content in the general library is 
automatically received based on a selection of content by the user for review or purchase (col. 5, 
line 33 to col. 6, line 34, col. 11, line 62 to col. 12, line 29). 

As per claim 30, Lee teaches storing the user-personalized library of content in a 
memory for later retrieval by the user (col. 5, line 33 to col. 6, line 34, col. 9, line 39 to col. 10, 
line 60). 

As per claim 31, Lee teaches enabling the user to store and retrieve multiple user- 
personalized libraries (col. 5, line 33 to col. 6, line 34, col. 11, lines 17-62). 
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As per claim 32, Lee teaches the user's selection of content in the general library is aided 
by providing the user with a list of content determined to be related to a subject content (col. 5, 
line 33 to col. 6, line 34, col. 9, line 39 to col. 10, line 60). \ 



Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
. having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 14-22, 34-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee 
et al. (US Patent No. 6,694,331), in view of McCollom et al. (US Patent No. 6,925,444). 

As to claims 14, 34, Lee does not expressly teach using one or more access rules to limit 
an amount of content in one or more page images provided to the user. 

However, McCollom teaches this limitation at col. 5, line 39 to col. 6, line 11, col. 10, 
lines 11-38. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the teachings of Lee with the teachings of McCollom to include using one or more 
access rules to limit an amount of content in one or more page images provided to the user 
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because it would provide an user interface which allow the users to create a purchase list by 
receiving advertisement data on the consumer device, selecting an item desired for purchase, 
identifying the purchase list for the item to be saved, creating the purchase list if the purchase list 
identified does not exist, and saving the item to the identified purchase list. 

As to claims 15, 35, McCollonm teaches the access rules define an aggregate amount of 
content that can be provided to the user over a time frame at col. 18, line 65 to col. 19, line 19. 

As to claims 16, 36, McCollonm teaches the access rules define a percentage of content 
that can be provided to the user over a time frame at col. 9, lines 9-34. 

As to claims 17, 37, McCollonm teaches the access rulesdefine the amount of content 
that can be provided to the user based on content-specific information at col. 17, lines 18-67. 

As to claims 18, 38, McCollonm teaches the access rules define the amount of content 
that can be provided to the user based on user ownership of the content at col. 5, line 9 to col. 6, 
line 11, col. 22, lines 9-57. 

As to claims 19, 39, McCollonm teaches reviewing purchase records to validate user 
ownership of the content at col. 5, line 39 to col. 6, line 11, col. 10, lines 1 1-38, col. 22, lines 9- 
57.. 

As to claims 20, 40, McCollonm teaches different access rules apply based on the 
location of the user at col. 16, lines 37 col. 17, line 11, col. 22, lines 9-57. 

As to claims 21, 41, McCollonm teaches different access rules apply based on the time 
the content is to be provided to the user at col. 9, lines 9-34, col. 17, lines 18-67. 
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As to claims 22, 42, McCollonm teaches the access rules define the amount of content 
that can be provided to the user based on an identification of the user at col. 16, lines 37 to col. 
17, line 11. 

6. Claims 11-13, 45-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et 
al. (US Patent No. 6,694,331), in view of Evans et al. (US Patent No. 6,532,461). 

As to claims 11, 45, Lee does not expressly teach the following limitations. However, 
Evans teaches: 

i 

(a) providing location information to the user that identifies the location of the search 
terms in the page image (col. 5, lines 46-67); and 

(b) ' instructing an electronic application of highlight to the page image by the user in 
accordance with the location information to highlight the search terms in the page image (col. 5, 
lines 46-67). 

Thus, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the teachings of Lee with the teachings of Evans to include the claimed 
limitations because it would provide an regions in the document image that correspond to words 
in the document text are determined. 

As to claims 13, 47, Evans teaches the electronic application of highlight to the page 
image comprises placement of a visual indicator next to the search terms at col. 5, lines 46-67. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Miranda Le whose telephone number is (571) 272-41 12. The 
examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Breene., can be reached on (571) 272-4107. The fax number to this Art Unit is 
571-273-8300. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 305-3900. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Miranda Le 
March 15,2006 




